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Detailed Action 

1 This office action is In response to Applicant's communication filed on 8/25/2006. 
Claims 1-21 are pending in this application. 

Upon reconsideration, the restriction requirement is hereby withdrawn. The 
application is examined in its entirety. 

IDS 

2 The information disclosure statement (IDS) was filed on 8/24/2006. The 
submission is in compliance with the provisions of 37 CFR 1 .97. Accordingly, the 
information disclosure statement is being considered by the examiner. 

Claim Rejections - 35 USC 112 

3 The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being confusing, 
because of the reference to "hydrogen" as an acyl donor. Clarification is requested. 



Claim Rejections - 35 USC 102 
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4 The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5 Claim 20 is rejected under 35 U.S.C. 102b as being anticipated by Izumi et al. (J. 
Chem. Tech. Biotechnol., 1996, 67, 89-95). 

Izumi et al. teaches an (S)-chjral ester in which R1 is an iodinated phenyl 
substituent (substituted C5-C18 aryl), R2 is a methyl substituent (unsubstituted CI -CI 5 
alkyi) and R3 is a butyl substituent (unsubstituted C1-C15 alkyi). 




(S)-3b (S)-3b 
Therefore these claims are fully met. 

Claim Rejections - 35 USC 103 

6 The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person liaving ordinary skiW in thie art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fitzpatrick et al. (J. Am. Chem. Soc, 1991, 113, 3166-3171), in view of Kim etal. 
(Current Opinion in Biotechnology, 2002, 13, 578-587). 

7 Fitzpatrick et al. teaches the preferential formation of the (S)-chiral ester from the 
transesterification reaction between sec-phenethyl alcohol and the activated ester vinyl 
butyrate, catalyzed by subtilisin in dioxane at45°C (page 3167, second column, midway 
down, two paragraphs and reaction after Table 1) 



OH 




+ 




o 



ester of vinyl butyrate 



sec-phenethyl alcohol 



Subtilisin 
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8 Fitzpatrick et al. is deficient in that there is no racemization ruthenium metal 
catalyst and no hydrogen donor to reduce the corresponding ketone, as the starting 
material, instead of the alcohol. 

9 Kim et al. teaches ruthenium racemization metal catalysts (page 578, figure 2) for 
the dynamic kinetic resolution of secondary alcohols, using an enzyme, from the 
asymmetric reductive acylation of ketones, after reacting with a hydrogen donor (page 
585, figure 13). • 

1 0 In reference to claims 1 0 and 1 1 , the Examiner interprets the limitation that the 
acyl donor is linked to the R1 or R2 group, as being linked through the chiral carbon 
center. 

11 In reference to the limitation that the (S)-chiral ester should be hydrolyzed to the 
(S)-chiral alcohol, it is the position of the Examiner that hydrolysis of esters to alcohols 
is well known in the art and are conventional reactions. 

1 2 Therefore, it would be prima facie obvious to one of ordinary skill in the art at the 
time of the invention, to use the ruthenium racemization metal catalyst of Kim et al. and 
to reduce the ketone, with a hydrogen donor, to get the corresponding alcohol as the 
starting material, as shown in Kim et al., for the transesterification reaction of Fitzpatrick 
et al. The expected result would be the efficient formation of an (S)-chiral alcohol from 
the racemic alcohol or corresponding ketone, in high yield. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jennifer Y. Cho whose telephone number is (571) 272 
6246. The examiner can nomially be reached on 9 AM - 6 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thumrian Page can be reached on (571) 272 0602. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Patent Examiner 
Art Unit: 1621 




Thurman Page, 
Supervisory Patent Examiner 
Technology Center 1600 



